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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 10 October 2001 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) H The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 10 October 2001 is/are: a)[3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)U Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. This action is responsive to the application filed October 10, 2001. 

2. Qaims 1-20 have been examined. 

Drawings 

3. The drawings, filed October 10, 2001, are accepted by the examiner. 

Specification 

4. The title of the invention is not descriptive, A new title is required that is 
clearly indicative of the invention to which the claims are directed. 

5. The following title is suggested: "Method and System for Displaying a 
Graphical Representation of a Server-side Object in a Visual Development 
Environment." 

Claim Objections 

6. Gaim 16 is objected to because of the following informalities: a colon - : - 
should be inserted between "at least one of " and "placing an icon" at line 2. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 1 12 

7. The following is a quotation of the second paragraph of 35 U.S.C § 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distincdy claiming the subject matter which the applicant regards as his 
invention. 
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8. Claims 8, 9, 10, 17, 18 and 20 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

a. Claim 8 recites the limitation "the visual development environment" at 
lines 4-5 (three occurrences). There is insufficient antecedent basis for this limitation 
in the claim. 

b. Claim 18 recites the limitations "the graphical representation" and "the 
server- side object" at line 8. There is insufficient antecedent basis for these limitations 
in the claim. 

c. Claims 1, 10, 18 and 20: it is unclear from which side the request for 
code is being made, user's side or server's side? and where exactly the graphical 
representation of a server-side object is to be displayed, at the user's side or at the 
server's side? For art rejection purposes, the request is being made at the user's side 
and the graphical representation of a server-side object is to be displayed at the user's 
side. 

d. Claims 9 and 17 recite the limitation "the graphical representation is 
visually similar to what is generated when an execution application requests the 
server-side object" First, the term "visually similar to" is vague and indefinite 
because one cannot ascertain the metes and bounds of the claimed limitation 
"graphical representation." Note that an octagon displayed on a low resolution screen 
is visually similar to a circle. Second, the limitation "what is generated" is also vague 
and indefinite. What is exacdy "what is generated?" 

e. Claim 10 is vague and indefinite because: 

i. One is not absolutely certain what "a modulated data 
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signal" is. Is it an electrical signal? Is it permanently stored or tangibly embodied in a 
physical medium or it may only exist just for the duration of time it is transmitted 
over a communications link? 

ii. a single claim which claims both a data signal (product?), 
computer- executable instructions (i.e., software) and method steps of displaying a 
graphical representation of a server-side object is indefinite under 35 U.S.C 112, 
second paragraph. In Ex parte Lyell, 17 USPQ 2d 1548 (Bd. Pat. App. & Inter. 
1990), a claim directed to an automatic transmission workstand and the method steps 
of using it was held to be ambiguous and properly rejected under 35 U.S-C 112, 
second paragraph. 

In claim 10, it is unclear whether an article of manufacture or a program code 
or a process of displaying a server-side object is claimed. With a modulated data 
signal (interpreted to mean a product) recited in the preamble, one would expect to 
find in the body of the claim means or devices having functions to display a server- 
side object. However, one only found method steps for displaying a server-side 
object. 

Correction is required. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this tide. 

10. Claim 10 is rejected under 35 U.S.C § 101 as being directed to non-statutory 
subject matter. 
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A single claim which claims both a product and the method steps of using the 
product should also be rejected under 35 U.S.C 101, Ex parte Lyell, 17 USPQ 2d 
1548 (Bd. Pat* App. & Inter. 1990), based on the theory that the claim is directed to 
neither a "process" nor an "article of manufacture," but rather embraces or overlaps 
two different statutory classes of invention set forth in 35 IIS.G 101 which is drafted 
so as to set forth the statutory classes of invention in the alternative only Id. at 1551. 
11. Gaims 10-17 are rejected under 35 U.S.C § 101 because the claimed invention 
is directed to non-statutory subject matter. 

Qaim 10 merely recites a product comprising computer-executable instructions 
for displaying a graphical representation of a server- side object. Computer- executable 
instructions are claimed matter that is descriptive material perse. Such non-functional 
descriptive material is not statutory because it is not a physical "thing" nor a statutory 
process as there are not "acts" being performed. Such claimed computer- executable 
instructions do not define any structural and functional interrelationships between the 
computer program and other claimed aspects of the invention which permit the 
computer's program's functionality to be realized. Since a computer program is 
merely a set of instructions capable of being executed by a computer, the program 
itself is not a process, without the computer- readable medium needed to realize the 
computer's functionality. In contrast, a claimed computer- readable medium encoded 
with a computer program defines structural and functional interrelationships between 
the computer program and the medium which permit the computer program's 
functionality to be realized, and is thus mandatory. Warnwdarti 33 F.d at 1361, 31 
USPQ 2d at 1760. InreSarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 
1978). See MPEP § 2106 (IV) (B)(1) (a). 

Garms 11-17, which depend from claim 10, are also rejected under 35 U.S.C. § 
101 for the same reasons. 
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Correction is required. 

Claim Rejections - 35 U.S.C. § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.G 

§ 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in 

(1) an application for patent, published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent or 

(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, 

except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for the puiposes of this subsection of an application filed in the United 
States only if the international application designated the United States and was published 
under Article 21(2) of such treaty in the English language; 

13. Gaims 1-20 are rejected under 35 U.S.C. § 102(e) as being anticipated by U.S. 
Patent No. 6,493,733 to Pollack et al. ("Pollack"). 

Claims 1, 10, 18 and 20 

Pollack discloses at least: 

(a) upona tri^ringcimt, requesting code that represents a user interface frorna 
sener (see at least Figure 8, steps 802, 804; Figure 9; and related discussion in the 
specification); 

(b) dmctvutting at least cm derrent in the requested code, ubemn the efarent 
causes an action to be taken when actimted (see at least 5:31- 53); and 

(c) dkplayi^the ^aphh^ 

requested oode (see at least Figure 5, item 504; Figure 5 A, items 504, 506; Figure 6, item 
602; and related discussion in the specification). 
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Claims 2 and 12 

The rejection of base claims 1 and 10 is incorporated. Pollack further discloses 
wherein before deaaiwtion> the element in the requested axk is actiwted when a graphical object 
associated with the element is selected (see at least 5:3 1-53). 

Claims 3 and 14 

The rejection of base claims 1, 10 and intervening claims 2, 11-13 is 
incorporated. Pollack further discloses wherein the graphical object is a button or a 
h)pertext link (see at least 5:31-53; Figure 4, hyperlink displayed in box 406; Figures 5 A 
and 6, button labeled "Join List"; and related discussion in the specification). 

Claims 4, 11 and 19 

The rejection of the base claims and intervening claims is incorporated. 
Pollack further discloses change an address of *an imige in the axk (see at least 5:31-53; 
Figure 4, hyperlink displayed in box 406; and related discussion in the specification). 

Claim 5 

The rejection of base claim 1 and intervening claims 2, 4 is incorporated. 
Pollack further discloses wherein the address is a rdatm reference to a loatticn of the irmge (see 
at least 5:31-53; Figure 4, hyperlink displayed in box 406; and related discussion in the 
specification). 

Claims 8 and 16 

The rejection of base claims 1, 10 and intervening claims 2, 11, respectively is 
incorporated. Pollack further discloses wherein the trigprngewnt indudes at least one cf 



Application/ Control Number 09/975,578 
Art Unit: 2122 



Page 8 



placing an icon associated with the server-side object on a page in a visual deidopmrt emivorvrent; 
chan^rigapmperty of a control^ opening a file containing a control in the usual deiebpnvnt 
enuronrrmt; refreshvngthe risual development ermronrnent; polling by the usual deidopment 
emironrmt that indicates that the semr-side object is changed; and a rressage sent jhma server 
indmtingthattfe is changed (see at least Figure 8, steps 802, 804; Figure 9; 

and related discussion in the specification). 

Claims 9 and 17 

The rejection of base claims 1, 10 and intervening claims 2, 11, respectively is 
incorporated. Pollack further discloses <uhemn the graphical representation is visually similar 
to <uhat is generated uhen an executing application requests the server-side object (see at least 
Figure 8, steps 802, 804; Figure 9; and related discussion in the specification). 

Claims 6 and 15 

The rejection of the base claims and intervening claims is incorporated. 
Pollack further discloses itherein the code is mitten in a tmrkup language (see at least 5:31- 
53; Figure 4, hyperlink displayed in box 406; and related discussion in the 
specification). 

Claim 7 

The rejection of base claim 1 and intervening claim 6 is incorporated. Pollack 
further discloses <uherem the markup language is a hypertext rrmkup langmge (see at least 
5:31-53; Figure 4, hyperlink displayed in box 406; and related discussion in the 
specification). 



Claim 13 
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The rejection of base claim 10 and intervening claims 11-12 is incorporated. 
Pollack further discloses t uhemn acdmting the derma, includes sdectinga gnphkal object 
associated wth the denmt, wherein the graphical object is a proxy in a vsual deidcptmtt 
enuronment, therein the prcocy proxies for the seriEr-side object (see at least 4:62 - 6:9). 



Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

15. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoang- Vu "Antony" Nguyen-Ba whose telephone 
number is (703) 305-0103. The examiner can normally be reached on Tuesday-Friday 
6:00 to 16:156:00- 16:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Dam can be reached on (703) 305-4552. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIK 
Status information for unpublished applications is available through Private PAIR 
only For more information about the PAIR system, see http:// pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBQ at 866-217-9197 (toll-free). 
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